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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 . Claim 14 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The language "vigorous" renders claims 14 indefinite because it is a subjective 
term. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Shiraiwa et al 
('921). Shiraiwa et al teach non-ionic water dispersible blocked polyisocyanate compounds and 
a method for their production comprising the reaction product of A) polyisocyanate, B) thermally 
de-blockable isocyanate blocking agents, and C) non-ionic alkoxylated diol corresponding to 
applicants' claims (Abstract; col 3 lines 1 1-12). In particular, patentees explain that A) is a 
mixture of hexamethylene diisocyanate (HDI) based isocyanurate and the reaction product of 
trimethylol propane and toluene diisocyanate, and B) consists of methyl ethyl ketoxime, 
chemically synonymous with butanone oxime (Col 3 lines 8-14). 

3. Regarding the specific polymer backbone structure of compound (iii) limitation of 
formulate (III) in claims 1 and 3, patentees explain that the hydrophilic compound is the reaction 
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product of polyalkylene glycol glycidyl ether and multifunctional active hydrogen compounds 

such as glycerol, and/or trimethylol propane, which would result in compounds containing 

pendant (II) and (III) respectively (Col 2 lines 3-27). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-8 and 1 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jonderko et al (2002/0061999) in view of Shiraiwa et al ( c 921). Jonderko et al teach coatings 
based on non-ionic water dispersible blocked polyisocyanate compounds and a method for their 
production comprising the reaction product of A) polyisocyanate, B) thermally de-blockable 
isocyanate blocking agents, and C) non-ionic hydrophilic alkoxylated diol (Abstract; paragraphs 
2, and 9-11). In particular, patentees explain that A) is a mixture of hexamethylene diisocyanate 
(HDI) based isocyanurate and the reaction product of trimethylol propane and toluene 
diisocyanate, and B) consists of dimethyl pyrazole, and methyl ethyl ketoxime, which is 
chemically synonymous with butanone oxime and (Paragraph 21; claim 14). 

5. In particular, patentees explain that that polyisocyanate is reacted with the hydrophilic 
diol at 60°C in an amount that results in an urethane compound having a free NCO content 
between 7 and 8%, followed by the reaction with B) in the presence of methyl ethyl ketone 
solvent (Paragraphs 3 1 and 55). The blocking agent B) is present relative to the free NCO 
groups in a slight stoichiometric excess, which is taken to satisfy the claims 6 and 13 (Paragraph 
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40). Jonderko et al fail, however, to teach hydrophilic diol that corresponds to the compounds 
listed in claims 1,3,6 and 7. 

6. Aforementioned, Shiraiwa et al also teach hydrophilic blocked polyisocyanates that are 
the reaction product of A) polyisocyanate, B) thermally de-blockable isocyanate blocking agents, 
and C) non-ionic hydrophilic alkoxylated diol, wherein A) consist of hexamethylene 
diisocyanate (HDI) based isocyanurate and the reaction product of trimethylol propane and 
toluene diisocyanate, and B) consists of methyl ethyl ketoxime. Patentees go on to disclose that 
the preferred C) compounds consist of groups that are the reaction products of polyalkylene 
glycol glycidyl ethers and trimethylol propane and/or glycerol, which satisfy the compounds of 
claims 1,3, and 6. Furthermore, patentees explain that the resulting coatings based on said 
hydrophilic blocked polyisocyanates exhibit improved low-temperature flexibility and adhesion 
thereby increasing the types of substrates said coating can be applied to (Col 1 lines 1 1-25). 

7. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the hydrophilic polyether diols of Shiraiwa et al in Jonderko et al based on 
the motivation that both are drawn to analogous applications, and the diols of Shiraiwa et al 
increase the performance and versatility of the resulting coating composition. Furthermore, both 
Shiraiwa et al and Jonderko et al teach that the preferred ratio of NCO to diol is at least 1:1, 
based on this stoichiometry, and the structural formula of the non-ionic alkoxylated diol, the 
claimed ethoxy group content of claim 1 1 would be satisfied (Jonderko et al, paragraph 39; 
Shiraiwa et al, col 3 lines 19-25). Finally, it is important to note that although Jonderko et al 
disclose the use of ionic-based water dispersants, these compounds are optional. As a result, it 
would have been obvious to omit said ionic groups based on the motivation that it has been held 
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the omission of an element with consequent loss of function is obvious. In re Kuehl 1 77 USPQ 
250; In re Wilson 153 USPQ 740. 

8. Claims 9-10 and 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jonderko et al (2002/0061999) in view of Shiraiwa et al ('921) and in further view of Reiff et al 
( 6 737). Aforementioned, Jonderko et al in view of Shiraiwa et al render obvious a non-ionic 
blocked polyisocyanate composition that is the reaction product of A) polyisocyanate, B) 
thermally de-blockable isocyanate blocking agents, and C) non-ionic hydrophilic alkoxylated 
diol in the presence of solvent. However, both Jonderko et al and Shiraiwa et al are silent in 
specifying the amount of solvent, applications that correspond to claims 15-17, or a content of 
TDI isomers corresponding to claims 18 and 19. 

9. Reiff et al teach water-dispersible blocked polyisocyanates comprising the reaction 
product of polyisocyanates and non-ionic hydrophilic surfactants consisting of polyethylene 
oxide, which is then blocked with butanone oxime, and useful in coatings (Abstract; col 1 lines 
1 1-25; col 7 lines 57-59; col 8 lines 42-52; col 10 lines 50, 58-59, 65). Specifically, Reiff et al 
disclose polyisocyanates based on the reaction product of TDI and trimethylol propane, wherein 
the TDI consists of 2,4 and 2,6 isomers present in a ratio of 80:20 by weight (Col 18 lines 65- 
67). Therefore it would have been obvious to utilize the TDI isomer mixture disclosed by Reiff 
et al in the composition of Jonderko et al based on the motivation that Reiff et al teach them 
useful in applications analogous to Jonderko et al, and it is prima facie obvious to add a known 
ingredient for its known function. In re Under 173 USPQ 356; In re Dial et al 140 USPQ 244. 

10. Furthermore, Reiff et al teach that the blocking agent is present relative to free NCO 
groups in a ratio ranging from 1:1 to 1.1:1, and the blocking reaction takes place in methyl ethyl 
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ketone solvent in an amount corresponding to applicants' claimed range (Col 1 1 lines 20-28, 65- 
67; and 1-3). Based on this disclosure, it would have been obvious to arrive at applicants' 
claimed solvent content of claim 9 based on the motivation that it is the preferred amount when 
blocking polyisocyanates, such as TDI, with butanone oxime blocking agents. 

1 1 . Finally, patentees explain that the water-dispersible blocked polyisocyanates preferably 
have a solids content between 25 and 50-wt%, the hydrophilic polyisocyanates are useful in oil 
and/or water repellent textile coatings, and these coatings may further comprise perfluorinated 
polymeric compounds present in amounts relative to the blocked polyisocyanate by a 1 :1 to 1 : 12, 
which satisfies claim 15 (Col 1 lines 1 1-15; col 1 1 lines 3-8 and 45-50; col 13 lines 19-25, 48-51; 
col 16 lines 62-64). The blocked polyisocyanates may also be combined at a concentration of 
0.5-5-wt% with a impregnating liquor, which is applied to textiles, taken to satisfy claims 16 and 
17. 

12. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to utilize the blocked polyisocyanates of Jonderko et al in oil and water repellant textile coatings 
based on the motivation that Jonderko et al and Reiff et al have analogous compositions and in 
obviousness rejections based on close similarity in chemical structure, the necessary motivation 
to make a claimed compound, and thus prima facie face of obviousness, rises from the 
expectation that compounds similar in structure will have similar properties. In re Gyruik, 596 F. 
2d 1012, 201 USPQ 552 (CCPA 1979). Finally, it would have been obvious to arrive at the 
solids content disclosed in Reiff et al based on the motivation that it is the preferred range for 
applications in oil and water repellent textile coatings; in order to successfully employ the water- 
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dispersible blocked polyisocyanates in such applications, one would be motivated to use the 
solids content disclosed by Reiff et al. 



13. Any inquiry concerning this communication orearlier communications from the 
examiner should be directed to Benjamin J. Gillespie whose telephone number is 571-272-2472. 
The examiner can normally be reached on 8am-5 :30pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be reached on 571- 
272-1 119. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

14. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



B. Gillespie 




